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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Responsive to communication(s) filed on 13 November 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-13 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-10 is/are rejected. 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election of claims 1-10 in the reply filed on 11/13/2006 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Drawings 

2. Figures 1 and 2 should be designated by a legend such as -Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington } 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-10 are rejected on the ground of nonstatutory double patenting over 
claims 1-7 of U. S. Patent No. 6,694,396, since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 

5. Regarding claim 1 ; Patent #6,694,396 discloses "An apparatus comprising an 
adapter, said adapter comprising: 

a lot that receives a smart card; 
a connector; 

a passive router that routes signals from the smart card to the connector;" 

6. Similarly, claims 2-6 of the application are further covered by claims 2-6 of U. S. 
Patent No. 6,694,396, citing identical claim language. 

7. Claim 7-10 is further covered by claim 7 of U. S. Patent No. 6,694,396. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the- invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sakamaki et al (US Patent #6,128,604). 

10. Regarding claim 1 , Sakamaki discloses an apparatus comprising an adapter 
(card holder 39, figure 7, hardware details in figure 9), said adapter comprising: 

a slot (card holding pocket 20) that receives a smart card (IC card 40, column 5, 
lines 53-57); 

a connector (modulator 103/demodulator 106); and 

a passive router (reception antenna 105) that routes signals from the smart card 
to the connector (column 6, lines 37-40). 

1 1 . Regarding claim 2, Sakamaki discloses claim 1 , and further discloses a host 
conditional access module (controller 100, converters 101, 107) coupled to the adapter 
through the connector (figure 9). 

12. Regarding claim 3, Sakamaki discloses claim 2, and further discloses wherein 
the host conditional access module further comprises an outgoing converter 
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(parallel/serial converter 101) to convert an outgoing signal from a first format (parallel) 
to a second format (serial; column 6, lines 8-12). 

13. Regarding claim 4, Sakamaki discloses claim 3, and further disclose wherein the 
first format of the signal is parallel, and the second format of the signal is serial (column 
6, lines 8-12); 

14. Regarding claim 5, Sakamaki discloses claim 2, and further discloses wherein 
the host conditional access module further comprises an incoming converter 
(serial/parallel converter 107) to convert an incoming signal from a second format 
(serial) to a first format (parallel; figure 9; column 6, lines 37-42). 

15. Regarding claim 6, Sakamki discloses claim 5, and further discloses wherein the 
second format is serial, and the first format is parallel (figure 9; column 6, lines 37-42). 

16. Regarding claims 7-10, examiner notes that these claims contain substantially 
similar limitations as claims 1-6 above. The same grounds of rejection are applied. 
Examiner further notes that the parallel to serial converter is used for transmitting 
signals to the smart card and the serial to parallel converter is used for receiving signals 
from the smart card to the controller (read and write processes described in column 6, 
lines 7-42). 
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Conclusion 

17. Other publications are cited to further show the state of the art with respect to 
parallel/serial data conversion for smartcards. Refer to form 892, "Notice of References 
Cited", for a complete list of relevant prior arts cited by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Sun whose telephone number is (571) 272-2675. 
The examiner can normally be reached on M-F, 10:30am-7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim N. Huynh can be reached on (571) 272-4147. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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